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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 08 May 2009 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) _M9 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Note 

1 . The claims filed 5/8/2009 contain new limitations not available for consideration when 
the previous non- final rejection was mailed 8/20/2008 - specifically that equivalent ratio 
between the polyisocyanate and the non-ionic alkyloxylated diol is such that there is 3-10 wt% of 
free isocyanate in the resulting blocked polyisocyanate. Therefore, although the instant rejection 
contains new grounds of rejection regarding claims 1-5 and 15-18, it is still proper to make the 
instant action FINAL since said grounds were necessitated by applicants' amendment. 

2. Additionally the language of claim 1 : "non-ionic alkyloxylated diol is such that the 
percentage of free isocyanate...." appears to have misspelled "alkoxylated". 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Obviousness Rejection I 

3. Claims 1-3 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Baumbach et al ('536) in view of Buter et al (WO 97/19120) or in the alternative Ishiyama et al 
('867). 

4. Regarding claims 1-3 and 5: The rejection has been previously set forth in paragraphs 
2-4 of the non-final rejection mailed 8/20/2008, and is herein incorporated by reference. 
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5. Regarding the newly present limitation of claim 1, which requires an NCO content 
between 3 and 10 wt%, Baumbach et al teach NCO contents in examples 1 and 2 of 6.85 wt% 
and 8.42 wt%, which coincide with the claimed range. 

Obviousness Rejection II 

6. Claims 4 and 15-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Baumbach et al ('536) in view of Buter et al (WO 97/19120) or in the alternative Ishiyama et al 
('867) in further view of Reiffet al ('737). 

7. Regarding claims 4 and 15-19: The rejection has been previously set forth in paragraphs 
5-9 of the non-final rejection mailed 8/20/2008, and is herein incorporated by reference. 

Obviousness Rejection III 

8. Claims 1-3, 5-7, 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jonderko et al (2002/0061999) in view of Buter et al (WO 97/19120) or in the alternative 
Ishiyama et al ('867). 

9. Regarding claims 1-3, 5-7, and 11-14: The rejection has been previously set forth in 
paragraphs 10-12 of the non-final rejection mailed 8/20/2008, and is herein incorporated by 
reference. 

10. Regarding the newly present limitation of claim 1 , which requires an NCO content 
between 3 and 10 wt%, Jonderko et al teach NCO contents in examples 1 and 2 of 7.8 and 7.7 
wt% which coincide with the claimed range. 

Obviousness Rejection IV 
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1 1 . Claims 4, 8-10 and 14-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jonderko et al (2002/0061999) in view of Buter et al (WO 97/19120) or in the alternative 
Ishiyama et al ('867) and in further view of Reiff et al ('737). 

12. Regarding claims 4, 8-10, and 14-19: The rejection has been previously set forth in 
paragraphs 13-17 of the non-final rejection mailed 8/20/2008, and is herein incorporated by 
reference. 

Response to Arguments 

13. Applicant's arguments with respect to the rejection of claims 1-19 as being anticipated by 
Yao et al '5 18) have been considered and are persuasive. The rejection has been withdrawn. 

14. Applicant's arguments with respect to the rejection of claims 6, 7, and 11-14 as being 
unpatentable over Baumbach et al ('536) in view of Buter et al (WO 97/19120) or in the 
alternative Ishiyama et al ('867) have been considered and are persuasive. The rejection has 
been withdrawn. 

15. Applicant's arguments with respect to the rejection of claims 8-10 as being unpatentable 
over Baumbach et al ('536) in view of Buter et al (WO 97/19120) or in the alternative Ishiyama 
et al ('867) in further view of Reiff et al ('737) have been considered and are persuasive. The 
rejection has been withdrawn. 

16. Applicant's arguments with respect to the rejection of 

i) Claims 1-3 and 5 as being unpatentable over Baumbach et al ('536) in view of 
Buter et al (WO 97/19120) or in the alternative Ishiyama et al ('867), 
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ii) Claims 4 and 15-19 as being unpatentable over Baumbach et al ('536) in view of 
Buter et al (WO 97/19120) or in the alternative Ishiyama et al ('867) in further 
view ofReiffetal ('737), 

iii) Claims 1-3, 5-7, 1 1-14 as being unpatentable over Jonderko et al (2002/0061999) 
in view of Buter et al (WO 97/19120) or in the alternative Ishiyama et al ('867), 
and 

iv) Claims 4, 8-10 and 14-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jonderko et al (2002/0061999) in view of Buter et al (WO 
97/19120) or in the alternative Ishiyama et al ('867) and in further view of Reiff 
et al ('737) 

17. Have been fully considered but are not persuasive. 

18. Regarding issues i) and ii), applicants argue that the claimed invention is not rendered 
obvious by the prior art because Baumbach et al fail to teach an equivalent ratio of free NCO to 
blocking compound that is greater than 1 . While this is noted, applicants are reminded that claim 
1 is not limited to this ratio and therefore applicants' remarks are not persuasive since they are 
not commensurate in scope with the rejected claims. 

19. Additionally, applicants argue that the claimed invention is not rendered obvious by the 
prior art since the claims do not list hydrazide reactant - which is required by Baumbach et al. 
While this position has been noted, as discussed in paragraph 4, the non-ionic blocked 
polyisocyanate of Baumbach et al still contains all of the listed reactants in amounts that satisfy 
the claimed NCO content, and the currently claimed invention does not exclude hydrazide. 
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20. Regarding issues iii) and iv), applicants argue that the claimed invention is not rendered 
obvious by the prior art because the relied upon hydrophilic polyether of Buter et al is disclosed 
"in a list, all components of which are defined as 'non limiting examples of suitable 
compounds' ..." and therefore one would not be motivated to glean just the relied upon 
polyether. 

21. In response, it is noted page 9, lines 1 5+ of Buter et al teach numerous hydrophilic 
polyethers, however as discussed in paragraph 3 of the non-final rejection mailed 8/20/2008 
herein incorporated by reference, Buter et al exemplify suitable polyethers consisting of 
Tegomer D-3123, D-3409, and D-3403. These polyethers are identical to the hydrophilic 
polyether used by applicants. Therefore contrary to applicants' assertions one would be 
motivated to arrive at the claimed hydrophilic polyether since it is exemplified by Buter et al. 

22. Applicants also argue that the claimed invention is patentable over the prior art because 
both Buter et al and Ishiyama et al require both ionic and non-ionic groups in order to render 
their respective polyurethane hydrophilic. 

23. In response, applicants are reminded that the claimed invention has been rejected over 
Jonderko et al in view of Buter et al/Ishiyama et al and NOT Buter et al/Ishiyama et al in view of 
Jonderko et al. While the overall compositions of the secondary teachings require ionic groups, 
said secondary teachings were not relied upon for their overall composition. Instead said 
secondary teachings were merely relied upon for specific examples of suitable non-ionic 
hydrophilicizing compounds that satisfy the requirements set forth in paragraphs 24 of Jonderko 
etal. 
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24. What's more, Jonderko et al explicitly teach that said water-dispersible polyisocyanate 
may be produced using only non-ionic hydrophilicizing agents, and therefore one of ordinary 
skill would have a reasonable expectation of success in rendered the polyisocyanate of Jonderko 
et al hydrophilic using only the relied upon polyether of Buter et al and Ishiyama et al since said 
polyether satisfies the requirements of Jonderko et al set forth in paragraph 24 and Jonderko et al 
teach ionic groups may be omitted. 

Conclusion 

25. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

26. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

27. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN J. GILLESPIE whose telephone number is 
(571)272-2472. The examiner can normally be reached on 8am-5:30pm. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Vasu Jagannathan can be 
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reached on 571-272-1 1 19. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

28. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Benjamin J Gillespie/ 
Examiner, Art Unit 1796 



A/asu Jagannathan/ 

Supervisory Patent Examiner, Art Unit 1796 



